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     The United States has been successful in spurring the growth 
of research and development within its universities and, as a 
result, universities have seen significant returns.  In 2012, U.S. 
universities earned about US$2.6 billion by licensing their tech-
nologies.  In addition, 5,130 technology licenses were executed; 
14,224 new patent applications were filed; 5,145 U.S. patents were 
issued; and 705 start-up companies were created.2  
     All of these achievements are a direct result of the enactment 
of the Bayh-Dole Act by the U.S. Congress. Since 1980, the Bayh-
Dole Act has been instrumental in encouraging universities to 
participate in technology transfer activities by creating a uniform 
patent policy to promote cooperation among academia, small 
businesses, and industry.  In addition, the Bayh-Dole Act provides 
universities and research institutions patent rights to certain 
inventions arising out of government-sponsored research and 
development.
     Major provisions of the Bayh-Dole Act include: (1) providing 
non-profits, including universities, and small businesses the 
option to retain title to innovations developed under U.S. govern-
ment-funded research programs; (2) encouraging universities to 
collaborate with commercial entities to promote the utilization of 
inventions arising from federal funding; (3) encouraging universi-
ties to file patents on inventions they elect to own; (4) encourag-
ing universities to give licensing preference to small businesses; 
(5) providing the U.S. government with a non-exclusive license to 
practice certain patents throughout the world; and (6) providing 
the U.S. government with certain rights, known as “march-in” 
rights, to inventions sponsored by or otherwise funded by the 
government.3   
     Patents are fundamental building blocks for universities seek-
ing licensing revenue and opportunities.  A patent is a limited 
monopoly granted by the U.S. government to exclude others from 
making, using, selling, offering to sell, or importing into the U.S. 
a claimed invention.  Three types of patents are available in the 
U.S.  First, utility patents protect utilitarian or functional as-
pects of an invention.  Next, design patents protect ornamental 
aspects and product configurations.  Finally, plant patents protect 
asexually reproducing plants.  Utility and plant patents protect 
the underlying inventions for 20 years from the earliest date of 
priority, usually the filing date of a non-provisional or plant ap-
plication.  Design patents protect the underlying claimed designs 
for 14 years from the date the patent is issued.
     Two types of utility patent applications can be filed in the U.S.: 
provisional and non-provisional applications.  A provisional ap-
plication is usually filed as a placeholder to obtain a filing date for 
an invention, and may or may not include patent claims, which 
are the legal definition of the scope of the claimed invention.  A 
provisional application should describe all known inventive sub-
ject matter including hypothetical embodiments and examples.  
Though provisional applications are not substantively examined 
by the U.S. Patent and Trademark Office (USPTO), the main 
purpose of a provisional application is to establish an effective 
filing date, which is important under the new “first-to-file” U.S. 
patent law.  One or more provisional applications filed during a 
12-month period can be combined into a single non-provisional 

application, or a non-provisional application can be filed in the 
absence of filing any provisional application.  In any instance, a 
non-provisional application includes claims or the legal defini-
tion of the scope of the claimed invention as well as a detailed 
description and drawings of the invention.  The non-provisional 
application is examined by the USPTO and can eventually issue as 
a patent. 
     During the examination process by the USPTO, each non-pro-
visional application is reviewed by a patent examiner against any 
prior art identified by the examiner’s search or disclosed to the 
examiner by the inventor.  Beginning with the filing of the appli-
cation, it takes about 12 to 36 months for the USPTO to review 
and examine the application.  The examination process usually 
results in an Examiner’s Office Action, which includes any objec-
tions or rejections of the claims.  The applicant presents coun-
terarguments and any claim amendments in a written response 
to the examiner.  In some cases, there may be several exchanges 
of Office Actions and applicant responses.  After a final rejection, 
an applicant can either file a Request for Continued Examination 
(RCE) to continue the examination, or appeal the rejections to the 
Patent Trial and Appeal Board (PTAB).  If successful, the applicant 
will obtain an allowance of the pending claims and eventually a 
patent will be granted on the invention.
     There are several requirements for obtaining U.S. patent 
protection.  First, each filed patent application is limited to a 
single claimed invention.  This is similar to the unity of invention 
requirements in other countries.  Next, U.S. law limits what can 
be patented.  Recent U.S. Supreme Court decisions have limited 
the patentability of certain technologies and subject matter, such 
as risk hedging methods in energy markets, tests correlating 
blood levels and medications, and DNA.  Further guidance from 
the Supreme Court on patenting software and computer-imple-
mented inventions is expected this year.  An additional require-
ment under U.S. law is that the invention must have some utility 
or be useful.  This is typically an easy requirement to meet.  Next, 
each invention is examined against novelty and non-obviousness 
requirements, based on prior art or what has been published, 
patented, or used publicly prior to the filing date of the patent ap-
plication for the invention.  Other statutory requirements under 
U.S. law are that the patent application sufficiently describe the 
invention and suitably disclose how to make and use the inven-
tion. 
     While many of these requirements are similar to laws in other 
countries, U.S. law has two additional requirements.  First, the 
correct inventors must be named at the time of filing the patent 
application.  Failure to correctly identify all of the inventors could 
invalidate any subsequently issued patent for the invention.  
Finally, a duty of disclosure applies to all U.S. patent applicants 
and their attorneys.  This means that during the examination of 
a patent application, all prior art known by applicants and their 
attorneys must be disclosed to the examiner.  Again, failure to 
disclose prior art could invalidate a subsequently issued patent 
for the invention.
     For more information on U.S. patent practice, please contact 
us.
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